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APPELLANT'S BRIEF (37 C.F.R. S 1.192) 

This brief is in furtherance of the Notice of Appeal, filed in this case on July 28, 2003 and 
received on August 4, 2003. 

The fees required under § 1.17 are dealt with in the accompanying TRANSMITTAL OF 

APPEAL BRIEF. 

This brief is transmitted in triplicate. (37 C.F.R. §1.1 92(a)). 

This brief contains these items under the following headings, and in the order set forth 

below (37 C.F.R. § 1.192(c)). 

I. REAL PARTY OF INTEREST 

II. RELATED APPEALS AND INTERFERENCES 
m. STATUS OF CLAIMS 

IV. STATUS OF AMENDMENTS 

V. SUMMARY OF INVENTION 
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VI. ISSUES 

VII. GROUPING OF CLAIMS 

VIII. ARGUMENTS 

ARGUMENT: VIHD - REJECTIONS UNDER 35 U.S.C. 103 

IX. APPENDIX OF CLAIMS INVOLVED IN THE APPEAL 

X. OTHER MATERIAL THAT APPELLANT CONSIDERS NECESSARY OR 
DESIRABLE 

The final page of this brief bears the practitioner's signature. 

I. REAL PARTY OF INTEREST (37 C.F.R. § 1 .192(c)(1)) 
The real party in interest in this appeal is Paymentech L.P.. 

II. RELATED APPEALS AND INTERFERENCES (37 C.F.R. § 1.192(c)(2)) 
There are no appeals or interferences that will directly affect, or be directly affected by, 
or have a bearing on the Board's decision in this appeal. 

III. STATUS OF CLAIMS (37 C.F.R. §1.1 92(c)(3)) 
The status of the claims in this application are: 

A. TOTAL NUMBER OF CLAIMS IN APPLICATION 

Claims in the application are: 27 claims. (Claims 1, 2, 4-7, 11-19, and 21-27) 
Claims currently pending in the application: 22 pending claims 

B. STATUS OF ALL THE CLAIMS 

1 . Claims cancelled: 3, 8, 9, 1 0, 20 

2. Claims withdrawn from consideration but not cancelled: NONE 

3. Claims pending: 1, 2, 4-7, 1 1-19, and 21-27. 

4. Claims allowed: NONE. 

5. Claims rejected: 1, 2, 4-7, 1 1-19, and 21-27. 
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C. CLAIMS ON APPEAL 

The claims on appeal are: 1, 2, 4-7, 11-19, and 21-27. 

IV. STATUS OF AMENDMENTS (37 C.F.R. § 1.192(c)(4)) 

The claims, presently pending are those submitted January 21, 2003, in response to the 
non-final Office Action dated October 1 8, 2002 (paper no. 5). 

V. SUMMARY OF THE INVENTION (37 C.F.R. § 1 . 1 92(c)(5)) 

The following summary is provided without any intention to limit the scope of the 
claims. The subject matter of claims 1, 2, 4-7, 11-19, and 21-27 is summarized below. 

Claim 1 provides a system for processing transaction data that includes a substitute draft 
system (in one exemplary embodiment Fig. 2, item 200, pages 15-18) that receives a retrieval 
request (such as in response to a disputed charge from a cardholder) and which generates a 
substitute draft (such as a draft that includes everything except the cardholder's signature) in 
response to the retrieval request; A merchant interface (in one exemplary embodiment Fig. 2, 
item 1 16, pages 15-18) generates a merchant request in response to the retrieval request, such as 
a request for the merchant to provide a copy of the signed sales draft. A mediation charge system 
(in one exemplary embodiment Fig. 2, item 204, pages 15-18) receives a mediation charge, such 
as from a card rules organization, generates a merchant mediation charge if no response has been 
received to the merchant request, such as to assess the mediation charge to the merchant for g to 
respond. 

Claim 1 1 provides a method for processing a retrieval request that includes receiving the 
retrieval request (in one exemplary embodiment Fig. 4A, item 402, pages 20-25), generating a 
substitute draft if it is determined that a retrieval request code is not in a set of retrieval requests 
codes that would prohibit the generation of the substitute draft (in one exemplary embodiment 
Fig. 4B, item 422, pages 20-25); and generating a merchant request in response to the retrieval 
request (in one exemplary embodiment Fig. 4A, item 410, pages 20-25). 

Claim 12 provides a method for processing a retrieval request that includes receiving the 
retrieval request (in one exemplary embodiment Fig. 4A, item 402, pages 20-25), generating a 
substitute draft if it is determined that issuing bank data is not in a set of issuing bank data that 
would prohibit the generation of the substitute draft (in one exemplary embodiment Fig. 4B, item 
418, pages 20-25), and generating a merchant request in response to the retrieval request (in one 
exemplary embodiment Fig. 4A, item 410, pages 20-25). 
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Claim 13 provides a method for processing a retrieval request that includes receiving the 
retrieval request (in one exemplary embodiment Fig. 4A, item 402, pages 20-25), generating a 
substitute draft if it is determined that bank card agency data is not in a set of bank card agency 
data that would prohibit the generation of the substitute draft (in one exemplary embodiment Fig. 
4A, item 408, pages 20-25), and generating a merchant request in response to the retrieval 
request (in one exemplary embodiment Fig. 4A, item 410, pages 20-25). 

Claim 14 provides a method for processing a retrieval request that includes receiving the 
retrieval request (in one exemplary embodiment Fig. 4A, item 402, pages 20-25), generating a 
substitute draft if it is determined that transaction amount data is not in a set of transaction 
amount data that would prohibit the generation of the substitute draft (in one exemplary 
embodiment Fig. 4A, item 408, pages 20-25), and generating a merchant request in response to 
the retrieval request (in one exemplary embodiment Fig. 4A, item 410, pages 20-25). 

Claim 15 provides a method for processing a retrieval request that includes receiving the 
retrieval request (in one exemplary embodiment Fig. 4A, item 402, pages 20-25), generating a 
substitute draft if it is determined that card user data is not in a set of card user data that would 
prohibit the generation of the substitute draft (in one exemplary embodiment Fig. 4A, item 408, 
pages 20-25), and generating a merchant request in response to the retrieval request (in one 
exemplary embodiment Fig. 4A, item 410, pages 20-25). 

Claim 16 provides a system for processing transaction data that includes a bank system 
generating a retrieval request in response to user-entered data (in one exemplary embodiment 
Fig. 1, item 106, pages 7-15), a bank card system receiving the retrieval request from the bank 
system (in one exemplary embodiment Fig: 1, item 104, pages 7-15), a transaction system 
receiving the retrieval request from the bank card system and generating a substitute draft and a 
merchant request in response to the retrieval request (in one exemplary embodiment Fig. 1, item 
102, pages 7-15), the transaction system assessing a mediation charge against the merchant 
system if the merchant system has not generated sales draft data in response to the merchant 
request, and a merchant system coupled to the merchant interface, the merchant system receiving 
the merchant request and generating sales draft data in response to the merchant request (in one 
exemplary embodiment Fig. 1, item 1 10, pages 7-15). 

Claim 27 provides a system for processing transaction data that includes a substitute draft 
system receiving a retrieval request and generating a substitute draft in response to the retrieval 
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request (in one exemplary embodiment Fig. 2, item 200, pages 15-18), a merchant interface 
generating a merchant request in response to the retrieval request (in one exemplary embodiment 
Fig. 2, item 116, pages 15-18), and wherein signature data associated with the retrieval request is 
not used to generate the substitute draft. 

Narrower embodiments of the invention are described below. 

Claim 2 depends from claim 1 and includes an inhibit system receiving the retrieval 
request and inhibiting the substitute draft system so as to prevent the substitute draft system from 
generating the substitute draft. 

Claim 4 depends from claim 1 and includes a merchant system receiving the merchant 
request and notifying an operator of the merchant request. 

Claim 5 depends from claim 4 and includes the merchant system retrieving identification 
data in response to the merchant request and transferring the identification data to the merchant 
interface system. 

Claim 6 depends from claim 1 and includes a bank card system transmitting the retrieval 
request to the substitute draft system and receiving the substitute draft. 

Claim 7 depends from claim 6 and includes a bank system generating the retrieval request 
and receiving the substitute draft from the bank card system. 

Claim 17 depends from claim 16 and includes the transaction system receiving bank 
system data with the retrieval request, and wherein the transaction system generates the 
substitute draft in response to the retrieval request and the bank system data. 

Claim 18 depends from claim 16 and includes the transaction system receiving card user 
data with the retrieval request, and wherein the transaction system is operable to generate the 
substitute draft in response to the retrieval request and the card user data. 

Claim 19 depends from claim 16 and includes the transaction system receiving 
transaction amount data with the retrieval request, and wherein the transaction system generates 
the substitute draft in response to the retrieval request and the transaction amount data. 

Claim 21 depends from claim 1 1 and includes determining that the retrieval request code 
is not in a set of retrieval requests codes that would prohibit the generation of the substitute draft 
is performed prior to receiving the retrieval request. 

Claim 22 depends from claim 12 and includes determining that the issuing bank data is 
not in a set of set of issuing bank data that would prohibit the generation of the substitute draft 
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comprises determining that no issuing bank would prohibit the generation of the substitute draft 
prior to receiving the retrieval request. 

Claim 23 depends from claim 1 3 and includes determining that the bank card agency data 
is not in a set of set of bank card agency data that would prohibit the generation of the substitute 
draft comprises determining that no bank card agency would prohibit the generation of the 
substitute draft prior to receiving the retrieval request. 

Claim 24 depends from claim 14 and includes determining that the transaction amount 
data is not in a set of set of transaction amount data that would prohibit the generation of the 
substitute draft is performed prior to receiving the retrieval request. 

Claim 25 depends from claim 15 and includes determining that the card user data is not in 
a set of set of card user data that would prohibit the generation of the substitute draft is 
performed prior to receiving the retrieval request. 

Claim 26 depends from claim 1 and includes the signature data associated with the 
retrieval request is not stored at the system for processing transaction data. 

VI. ISSUES ((37 C.F.R. §1.1 92(c)(6)) 

Whether claims 1-2, 4-7, 11-19 and 21-25 are unpatentable under 35 USC § 102(b) 
over Nair. 

Whether claims 26 and 27 are unpatentable under 35 U.S.C. § 103 (a) over Nair. 

VII. GROUPING OF CLAIMS ((37 C.F.R. § 1.192(c)(6)) 
The following claim groupings are considered as standing or falling separately: 

(a) Claims 1-2,4-7,1 1-19 and 21-25. 

(b) Claim 11 and 21. 

(c) Claim 12 and 22. 

(d) Claim 13 and 23. 

(e) Claim 14 and 24. 

(f) Claim 15 and 25. 

The reasons for separate patentability are set forth below. 
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VIII. ARGUMENTS ((37 C.F.R. §1.1 92(c)(6)) 
ARGUMENT: VIIID - REJECTIONS UNDER 35 U.S.C. 103 (37 C.F.R. § 1.192(c)(8)(iv)) 



1. Background to Presently Claimed Invention 

In one exemplary embodiment, the presently claimed invention provides a system for 
processing transaction data that receives a retrieval request and which generates a substitute draft 
in response to the retrieval request. A substitute draft is a draft that includes additional 
information from what is transmitted to the card-issuing bank as part of the authorization 
process, but which is not a sales draft that includes the signature of the card holder. In addition, 
a merchant request is generated in response to the retrieval request, such as to request a copy of 
the sales draft from the merchant. A mediation charge system generates a merchant mediation 
charge if no response has been received from the merchant to the merchant request. 

2. Nair 

Nair discloses a signature capturing printer and data card terminal "for facilitating the 
provision of chargeback protection and other features by a transaction processor for the benefit 
of a merchant." Nair, col. 7, lines 64-66. As noted by Nair, there are two types of chargebacks: 
ones originating with a card issuer relating to improper transaction procedures, and ones 
originating with the cardholder regarding the origin of the transaction of the quality of goods. 
Nair, col. 4, lines 29-35. Nair notes that a retrieval request can be generated to obtain "a copy of 
the paper documentation supporting the transaction." Nair notes that the prior art requires that 
"merchants must still maintain voluminous paper records of transactions for many years, 
resulting in inconvenience and expense when these paper records must be searched in order to 
respond to a retrieval request." Nair, col. 6, lines 1-4. Nair further notes that if "signatures 
associated with data card transactions could be electronically captured, stored, and associated 
with other transaction data, and such information could be readily retrieved upon request, it 
might be possible to eliminate the requirement for retention of signature-bearing paper 
transaction receipts." Nair, col. 6, lines 33-38. 

Nair then discloses in the Detailed Description of the Preferred Embodiments exactly 
such a system. In Figure 33, a retrieval request is received from a card issuer at 1401. The 
receipt file, which includes the transaction data and the cardholder's signature and which is 
stored at the transaction processor, is then searched by the transaction reference number at 1405, 
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and a receipt is printed at the transaction processor with the transaction data and signature at 
1407. The retrieval request is then satisfied by mail or fax at 1409, all without the involvement 
of the merchant. See Nair, col. 68, lines 9-39. Nair further discloses in Figure 34 that if it is 
determined that a chargeback is retrieval related at 1513, that the chargeback is returned to the 
issuer with the receipt at 1517, but that if it is not retrieval related, then no receipt is provided. 
Instead, it is first determined whether the dispute is valid at 1519, and it is then determined 
whether the chargeback is a customer dispute at 1520, both of which require a human to analyze 
the chargeback. If the chargeback is a customer dispute, it then researched at 1522, or the 
transaction processor absorbs or represents all technical or data-related disputes at 1525. 

3. Patentability of claims L 2, 4-7, 11-19. and 21-27 

Many point-of-sale transactions where a credit card is presented and a signature is 
obtained cannot be completed using a signature capture terminal, such as that disclosed by Nair. 
For these transactions, if a charge is disputed, it may be necessary to obtain a copy of the sales 
draft with the cardholder's signature in order to resolve the dispute. The process of Nair not only 
fails to address such transactions, it also requires extensive analysis to be performed by human 
operators at the transaction processor in order to determine at 1513 whether a chargeback is 
retrieval related, at 1519 whether a dispute is valid, and at 1520 whether the chargeback is a 
customer dispute. If the transaction processor fails to perform the analysis correctly or does not 
perform the analysis within the time limits required by the card issuer, then the disputed charge 
must be paid for by the transaction processor. See, e.g., Nair at col. 4, lines 47-62. 

In contrast to the system of Nair, an exemplary system constructed in accordance with 
claims 1, 2, 4-7, 1 1-19, and 21-27 can generate a substitute draft in response to retrieval requests, 
and can also generate a merchant request for the sales draft. If the merchant fails to respond to 
the merchant request, then the mediation charge can be assessed against the merchant for failure 
to respond. Thus, the burden of determining whether a copy of the sales draft needs to be 
provided can be placed on the merchant and not on the transaction processor. In addition, the 
substitute draft generated by the transaction processor may be sufficient to resolve the dispute, 
such that even where the merchant is unable to provide a copy of the sales draft with the 
signature or fails to provide it within the required time limit, the system of claims 1, 2, 4-7, 11- 
19, and 21-27 can avoid assessment of any charges, much less charges to the transaction 
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processor. 

The Applicants believe that the Examiner's construction of claims 1, 2, 4-7, 11-19, and 
21-27 as being anticipated by or obvious in view of Nair is incorrect, because it reads elements 
out of the claims. Federal Circuit precedent prohibits construing claims in a manner that reads 
elements out of the claim. Texas Instruments v. U.S. Int'l Trade Comm'n, 988 F.2d 1165, 1171 
(Fed. Cir. 1993). Claim construction is reviewed de novo by the Board of Patent Appeals and 
Interferences. Further, it is axiomatic that "that which anticipates if earlier infringes if later." 
Thus, it needs to be determined de novo whether the system and method disclosed in Nair would 
infringe the proper construction of claims 1, 2, 4-7, 1 1-19, and 21-27. 

Claim 1 includes a "system for processing transaction data comprising: a substitute draft 
system operable to receive a retrieval request and to generate a substitute draft in response to the 
retrieval request; a merchant interface coupled to the substitute draft system, the merchant 
interface operable to generate a merchant request in response to the retrieval request; and a 
mediation charge system coupled to the merchant interface, the mediation charge system 
operable to receive a mediation charge and to generate a merchant mediation charge if no 
response has been received to the merchant request." The Examiner construes a substitute draft 
to be disclosed at column 68, lines 9-28 and in Figure 33 of Nair. However, the cited section of 
Nair only discloses that a copy of the sales draft with the customer's signature is performed. 
"Reproduction of the receipt generally involves printing all data associated with the transaction 
such as purchase amount, account number, expiration date, authorization number, merchant's 
product identifying or other inventory code, and cardholder signature." (Emphasis added). In 
contrast, it is clear from the present application that a substitute draft is one that does not include 
the cardholder's signature. It is axiomatic that Applicants can be their own lexicographer - the 
construction of the term "substitute draft" asserted by the Examiner is improper because it 
applies to a sales draft, which includes the cardholder signature. Therefore, Nair fails to disclose 
this element of claim 1 . 

Furthermore, Nair fails to disclose a mediation charge system. The section of Nair cited 
by the Examiner that allegedly discloses the mediation charge system that generates a merchant 
mediation charge if no response has been received to the merchant request is voluminous - col. 
2, lines 1 through 15, col. 4, lines 18 through 28, col. 5 line 48 through col. 6 line 38, and column 
17 line 10 through column 19, line 24. The cited section of Nair contains 1,967 words, whereas 
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the claim element that is allegedly disclosed within these 1,967 words is only 36 words in length. 
The Applicants submit that the failure of the Examiner to point to anything shorter than 1967 
words in length that discloses this element which is set forth in only 36 words in and of itself 
evinces that Nair fails to disclose this element of claim 1. Nevertheless, consider the entire 
reference of Nair for its teaching - which is over 45,000 words in length. As shown in Figure 
34, if a chargeback is retrieval related, then it is resolved with a copy of the receipt, which 
includes the signature stored by the transaction processor. Thus, there is never any situation 
where a copy of a sales draft is requested from the merchant system 13 of Nair, much less any 
need to generate a merchant mediation charge if no sales draft is provided by the merchant. In 
fact, we see at 1520 of Figure 34 that it is determined whether the chargeback is a customer 
dispute, which would require an operator to analyze the chargeback. If it is determined that the 
chargeback is a customer dispute, then it is transferred to the merchant for rebuttal at 1522, 
whereas it is otherwise handled by the transaction processor at 1525. Thus, there is no place for 
a mediation charge system in Nair, as there is no circumstance under which a merchant must 
provide a copy of a sales draft and is assessed with the mediation charge for failing to do so. 

In conclusion, the failure of Nair to disclose either a substitute draft or a mediation charge 
system renders the claim construction asserted by the Examiner improper. The Examiner's 
construction of claim 1 as being anticipated by Nair reads elements out of the claim, in violation 
of the legal requirements for claim construction imposed by the Federal Circuit, and should be 
reversed. 

Claim 2 depends from claim 1 and includes an inhibit system receiving the retrieval 
request and inhibiting the substitute draft system so as to prevent the substitute draft system from 
generating the substitute draft. The Examiner construes this element to be disclosed by the 
transaction processor, item 12 of Figure 2. However, this construction is flawed because Nair 
fails to disclose the generation or use of a substitute draft, such that the transaction processor 12 
of Nair would be unable to generate a substitute draft, much less to inhibit the generation of the 
substitute draft. Furthermore, the word "inhibit" is not used anywhere in Nair, nor are any 
synonyms for inhibit such as "block" (other than as "block diagram"), "suppress," "prohibit," or 
"prevent." Nair simply fails to disclose or suggest inhibiting any action for any reason. Based 
on the totality of the teachings of Nair, in which a sales draft is generated using signature data 
stored by the transaction processor, the construction of claim 2 as covering transaction processor 
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12 of Nair reads this element out of the claim, in violation of the legal requirements for claim 
construction imposed by the Federal Circuit, and should be reversed. 

Claim 4 depends from claim 1 and includes a merchant system receiving the merchant 
request and notifying an operator of the merchant request. The Examiner construes this claim to 
cover column 68, lines 14-16 of Nair, which state "the host computer 40 of the transaction 
processor causes a receipt file stored in data storage 64 to be search by the reference number (or 
other identifying information) contained in the retrieval request. . . ." Applicants note that 
nothing in the cited section describes generating operator notification, and in fact, the Examiner 
has improperly construed claim 4 to be a process that works entirely without operator 
involvement. Based on the totality of the teachings of Nair, in which a sales draft is generated 
using signature data stored by the transaction processor, the construction of claim 4 as covering a 
process that does not require an operator reads this element out of the claim, in violation of the 
legal requirements for claim construction imposed by the Federal Circuit, and should be 
reversed. 

Claim 5 depends from claim 4 and includes that the merchant system retrieves 
identification data in response to the merchant request and transfers the identification data to the 
merchant interface system. The Examiner again construes this to be the automated process cited 
against claim 4. Based on the totality of the teachings of Nair, in which a sales draft is generated 
using signature data stored by the transaction processor, the construction of claim 5 as covering a 
process that does not require an operator reads this element out of the claim, in violation of the 
legal requirements for claim construction imposed by the Federal Circuit, and should be 
reversed. 

Claim 6 depends from claim 1 and includes a bank card system transmitting the retrieval 
request to the substitute draft system and receiving the substitute draft. The Examiner construes 
this claim to cover column 18, lines 30-31, column 68, lines 9-28 and 36-39, and column 17, 
lines 20-27 of Nair. As previously discussed, Nair entirely fails to disclose or suggest a 
substitute draft, and only discloses the provision of an actual sales draft with the accompanying 
signature. Based on the totality of the teachings of Nair, in which a sales draft is generated using 
signature data stored by the transaction processor, the construction of claim 6 as covering a 
process that does not provide a substitute draft reads this element out of the claim, in violation of 
the legal requirements for claim construction imposed by the Federal Circuit, and should be 
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reversed. 

Claim 7 depends from claim 6 and includes a bank system generating the retrieval request 
and receiving the substitute draft from the bank card system. The Examiner again construes this 
claim to cover column 18, lines 30-31, column 68, lines 9-28 and 36-39, and column 17, lines 
20-27 of Nair. As previously discussed, Nair entirely fails to disclose or suggest a substitute 
draft, and only discloses the provision of an actual sales draft with the accompanying signature. 
Based on the totality of the teachings of Nair, in which a sales draft is generated using signature 
data stored by the transaction processor, the construction of claim 7 as covering a process that 
does not provide a substitute draft reads this element out of the claim, in violation of the legal 
requirements for claim construction imposed by the Federal Circuit, and should be reversed. 

Claim 1 1 covers a "method for processing a retrieval request comprising: receiving the 
retrieval request; generating the substitute draft if it is determined that a retrieval request code is 
not in a set of retrieval requests codes that would prohibit the generation of the substitute draft; 
and generating a merchant request in response to the retrieval request." For this claim, the 
Examiner construes generating the substitute draft if it is determined that a retrieval request 
code is not in a set of retrieval request codes that would prohibit the generation of a substitute 
draft to be disclosed by the voluminous materials at col. 2, lines 1 through 15, col. 4, lines 18 
through 28, col. 5 line 48 through col. 6 line 38, and column 17 line 10 through column 19, line 
24, as well as additional materials at column 46, lines 46-49, column 50, lines 28-35, and column 
68, lines 9-28, instead of the mediation charge system for which this section was cited against 
claim 1. Regardless of whether this section is construed to cover generation of a substitute draft 
or a mediation charge system, based on the totality of the teachings of Nair, in which a sales draft 
is generated using signature data stored by the transaction processor, the construction of claim 1 1 
as covering a process that does not provide a substitute draft reads this element out of the claim, 
in violation of the legal requirements for claim construction imposed by the Federal Circuit, and 
should be reversed. 

It is further noted that Nair utterly fails to disclose any functionality based on retrieval 
request codes. For example consider the definition of "retrieval request" provided by Nair at 
column 18, lines 16-23: "A "retrieval request" is a request or inquiry made of a merchant or 
merchant's transaction processor, typically from a cardholder or card issuer, for a hard copy of 
documentation associated with a given transaction. Typically, a transaction may be charged back 
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to the transaction processor or merchant if the requested documentation is not provided within a 
time limit set under card issuing association regulations/* Likewise, consider the functionality 
disclosed at column 68, lines 9-14: "Starting in FIG. 33 at step 1401, a transaction processor 12 
receives a retrieval request from one of the card issuing associations 18a-d. This retrieval request 
contains certain identifying information such as a transaction reference number, cardholder 
account number, transaction date, and transaction amount." There is no mention of any retrieval 
request codes, much less a set of retrieval request codes for which generation of a substitute draft 
is inhibited. One of ordinary skill in the art reading Nair would be led to understand that there is 
only a single retrieval request code at best, as no disclosure of more than one code is provided 
anywhere in Nair. The construction of claim 1 1 as covering a process that does not provide a set 
of retrieval request codes for which generation of a substitute draft is prohibited reads this 
element out of the claim, in violation of the legal requirements for claim construction imposed by 
the Federal Circuit, and should be reversed. 

Claim 12 includes a "method for processing a retrieval request comprising: receiving the 
retrieval request; generating the substitute draft if it is determined that issuing bank data is not in 
a set of issuing bank data that would prohibit the generation of the substitute draft; and 
generating a merchant request in response to the retrieval request." For this claim, the Examiner 
construes generating the substitute draft if it is determined that issuing bank data is not in a set 
of issuing bank data that would prohibit the generation of a substitute draft to be disclosed by 
the voluminous materials at col. 2, lines 1 through 15, col. 4, lines 18 through 28, col. 5 line 48 
through col. 6 line 38, and column 17 line 10 through column 19, line 24, column 46, lines 46- 
49, column 50, lines 28-35, and column 68, lines 9-28, instead of the mediation charge system 
for which this section was cited against claim 1 or the retrieval request code functionality for 
which this section was cited against claim 11. As previously discussed, Nair utterly fails to 
disclose generation of a substitute draft, much less any functionality that requires determining 
whether issuing bank data is in a set of issuing bank data for which a substitute draft should not 
be generated. The construction of claim 12 as covering a process that does not provide a set of 
issuing bank codes for which generation of a substitute draft is prohibited reads this element out 
of the claim, in violation of the legal requirements for claim construction imposed by the Federal 
Circuit, and should be reversed. 

Claim 13 includes a "method for processing a retrieval request comprising: receiving the 
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retrieval request; generating the substitute draft if it is determined that bank card agency data is 
not in a set of bank card agency data that would prohibit the generation of the substitute draft; 
and generating a merchant request in response to the retrieval request." For this claim, the 
Examiner construes generating the substitute draft if it is determined that bank card agency 
data is not in a set of bank card agency data that would prohibit the generation of a substitute 
draft to be disclosed by the voluminous materials at col. 2, lines 1 through 15, col. 4, lines 18 
through 28, col. 5 line 48 through col. 6 line 38, and column 17 line 10 through column 19, line 
24, column 46, lines 46-49, column 50, lines 28-35, and column 68, lines 9-28, instead of the 
mediation charge system for which this section was cited against claim 1, the retrieval request 
code functionality for which this section was cited against claim 11, or the issuing bank code 
functionality for which this section was cited against claim 12. One is beginning to see a pattern 
in the Examiner's rejection of the claims - whenever an element cannot be explicitly found in 
Nair, the Examiner simply points to this general purpose section of Nair in which the element is 
allegedly buried. However, this is not sufficient to establish a basis for rejection of the claims 
under 35 U.S.C. 102(b) under Nair - each element of the claimed invention must be present and 
explicitly disclosed or suggested. 

As previously discussed, Nair utterly fails to disclose generation of a substitute draft, 
much less any functionality that requires determining whether bank card agency data is in a set 
of bank card agency data for which a substitute draft should not be generated. The construction 
of claim 13 as covering a process that does not provide a set of bank card agency data for which 
generation of a substitute draft is prohibited reads this element out of the claim, in violation of 
the legal requirements for claim construction imposed by the Federal Circuit, and should be 
reversed. 

Claim 14 includes a "method for processing a retrieval request comprising: receiving the 
retrieval request; generating the substitute draft if it is determined that transaction amount data is 
not in a set of transaction amount data that would prohibit the generation of the substitute draft; 
and generating a merchant request in response to the retrieval request." For this claim, the 
Examiner construes generating the substitute draft if it is determined that transaction amount 
data is not in a set of transaction amount data that would prohibit the generation of a 
substitute draft to be disclosed by the voluminous materials at col. 2, lines 1 through 15, col. 4, 
lines 18 through 28, col. 5 line 48 through col. 6 line 38, and column 17 line 10 through column 
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19, line 24, column 46, lines 46-49, column 50, lines 28-35, and column 68, lines 9-28, instead 
of the mediation charge system for which this section was cited against claim 1, the retrieval 
request code functionality for which this section was cited against claim 11, the issuing bank 
code functionality for which this section was cited against claim 12, or the bank card agency 
data functionality for which this section was cited against claim 13. As previously discussed, 
Nair utterly fails to disclose generation of a substitute draft, much less any functionality that 
requires determining whether transaction amount data is in a set of transaction amount data for 
which a substitute draft should not be generated. The construction of claim 14 as covering a 
process that does not provide a set of transaction amount data for which generation of a 
substitute draft is prohibited reads this element out of the claim, in violation of the legal 
requirements for claim construction imposed by the Federal Circuit, and should be reversed. 

Claim 15 includes a "method for processing a retrieval request comprising: receiving the 
retrieval request; generating the substitute draft if it is determined that card user data is not in a 
set of card user data that would prohibit the generation of the substitute draft; and generating a 
merchant request in response to the retrieval request." For this claim, the Examiner construes 
generating the substitute draft if it is determined that card user data is not in a set of card user 
data that would prohibit the generation of a substitute draft to be disclosed by the voluminous 
materials at col. 2, lines 1 through 15, col. 4, lines 18 through 28, col. 5 line 48 through col. 6 
line 38, and column 17 line 10 through column 19, line 24, column 46, lines 46-49, column 50, 
lines 28-35, and column 68, lines 9-28, instead of the mediation charge system for which this 
section was cited against claim 1, the retrieval request code functionality for which this section 
was cited against claim 11, the issuing bank code functionality for which this section was cited 
against claim 12, the bank card agency data functionality for which this section was cited 
against claim 13, or the transaction amount data functionality for which this section was cited 
against claim 14. As previously discussed, Nair utterly fails to disclose generation of a substitute 
draft, much less any functionality that requires determining whether card user data is in a set of 
card user data for which a substitute draft should not be generated. The construction of claim 15 
as covering a process that does not provide a set of card user data for which generation of a 
substitute draft is prohibited reads this element out of the claim, in violation of the legal 
requirements for claim construction imposed by the Federal Circuit, and should be reversed. 

Claim 16 includes a "system for processing transaction data comprising: a bank system 
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operable to generate a retrieval request in response to user-entered data; a bank card system 
coupled to the bank system, the bank card system operable to receive the retrieval request from 
the bank system; a transaction system coupled to the bank card system, the transaction system 
operable to receive the retrieval request from the bank card system and to generate a substitute 
draft and a merchant request in response to the retrieval request, the transaction system is 
operable to assess a mediation charge against the merchant system if the merchant system has 
not generated sales draft data in response to the merchant request; and a merchant system 
coupled to the merchant interface, the merchant system operable to receive the merchant request 
and to generate sales draft data in response to the merchant request." For the generation of the 
sales draft by the merchant system, the Examiner cites column 67, lines 62-63, which reads 
"transactions, since such data is stored electronically, paperlessly, in the database of the 
transaction processor. Trans-" Where is a merchant system in this cited section, much less 
generation of the sales draft by the merchant system? Nowhere. The teachings of Nair, such as 
shown in Figures 33 and 34, make it clear that the merchant system 13 of Nair is not involved in 
the generation of the sales draft - only the transaction processor 12 is involved. As disclosed at 
lines 58-68 of column 67 (i.e., reading the entirety of the excerpt relied on by the Examiner), 
"Merchants who retain the services of a transaction processor that uses systems constructed in 
accordance with the present invention will find that they no longer have the need to store paper 
records of their data card transactions, since such data is stored electronically, paperlessly, in the 
database of the transaction processor. Transaction processors using the present invention can 
respond to retrieval requests on behalf their customers (e.g. merchants) quickly and efficiently 
since all data is stored in the transaction processor's host computer, allowing the transaction 
processor to provide a valuable service to the merchant." Thus, the section cited by the 
Examiner shows the opposite of what it is cited for - that the merchant system 13 is not involved 
in any way in the generation of the sales draft, as well as that no substitute draft is required. 

Furthermore, it is noted that the use of "sales draft" and "substitute draft" in claim 16 
requires them to be construed differently - the substitute draft is generated by the transaction 
system, whereas the sales draft is generated by the merchant system. There is no possible 
construction of Nair that provides a "sales draft" and a "substitute draft," because only a single 
draft is generated by Nair. Whether this is called a "substitute draft" or a "sales draft" is 
irrelevant in regards to claim 16. While it could be argued incorrectly that Nair generates a 
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substitute draft instead of a sales draft (using a construction of the term "substitute draft" that is 
contrary to the plain meaning of that term as well as the meaning of that term in light of the 
definition adopted by the Applicants in the present application), in regards to claim 16, there can 
be no escaping the conclusion that Nair only discloses generating a single type of response to a 
retrieval request - a sales draft, complete with the signature of the cardholder. The construction 
of claim 16 as covering a process that does not generate a substitute draft or in which a mediation 
charge is assessed against a merchant if the merchant fails to provide a sales draft reads these 
elements out of the claim, in violation of the legal requirements for claim construction imposed 
by the Federal Circuit, and should be reversed. 

Claim 17 depends from claim 16 and includes that the transaction system receives bank 
system data with the retrieval request and generates the substitute draft in response to the 
retrieval request and the bank system data. Claim 18 depends from claim 16 and includes that 
the transaction system receives card user data with the retrieval request and generates the 
substitute draft in response to the retrieval request and the card user data. Claim 19 depends 
from claim 16 and includes that the transaction system receives transaction amount data with the 
retrieval request and generates the substitute draft in response to the retrieval request and the 
transaction amount data. These claims all include generating the substitute draft based on 
additional types of data - bank system data for claim 17, card user data for claim 18, and 
transaction amount data for claim 19. Nair fails to disclose generation of any substitute draft for 
any reason, much less based on other types of data such as bank system data, card user data, or 
transaction amount data. The construction of claims 17, 18, and 19 as covering a process that 
does not generate a substitute draft much less based on different types of data reads these 
elements out of the claim, in violation of the legal requirements for claim construction imposed 
by the Federal Circuit, and should be reversed. 

Claim 21 depends from claim 1 1 and adds that determining that the retrieval request code 
is not in a set of retrieval requests codes that would prohibit the generation of the substitute draft 
is performed prior to receiving the retrieval request. Claim 22 depends from claim 12 and adds 
that determining that the issuing bank data is not in a set of set of issuing bank data that would 
prohibit the generation of the substitute draft comprises determining that no issuing bank would 
prohibit the generation of the substitute draft prior to receiving the retrieval request. Claim 23 
depends from claim 1 3 and adds that determining that the bank card agency data is not in a set of 

17 

014354.0001 WEST 5367847.1 



set of bank card agency data that would prohibit the generation of the substitute draft comprises 
determining that no bank card agency would prohibit the generation of the substitute draft prior 
to receiving the retrieval request. Claim 24 depends from claim 14 and adds that determining 
that the transaction amount data is not in a set of set of transaction amount data that would 
prohibit the generation of the substitute draft is performed prior to receiving the retrieval request. 
Claim 25 depends from claim 15 and adds that determining that the card user data is not in a set 
of set of card user data that would prohibit the generation of the substitute draft is performed 
prior to receiving the retrieval request. These claims 21 through 25 each depend from a claim 
this is allowable over Nair for reasons previously provided in regards to claims 11 through 15, 
including the generation of a substitute draft, and each includes at least one additional limitation 
that is not disclosed by Nair as previously discussed, including performing additional 
functionality prior to generating the substitute draft to determine whether generation of the 
substitute draft is permitted. The construction of claims 21 through 25 as covering a process that 
does not generate a substitute draft, much less one that fails to disclose performing additional 
functionality prior to generating the substitute draft to determine whether generation of the 
substitute draft is permitted, reads these elements out of the claim, in violation of the legal 
requirements for claim construction imposed by the Federal Circuit, and should be reversed. 

Claim 26 depends from claim 1 wherein signature data associated with the retrieval 
request is not stored at the system for processing transaction data. It is noted that this claim was 
specifically added in order to point out the flaw with the Examiner's rejection of the claims over 
Nair. In response, the Examiner rejected claim 26 under 35 U.S.C. 103(a) over Nair, instead of 
35 U.S.C. 102, apparently not understanding that the references that are used to reject a claim 
must suggest or disclose each element of the claim regardless of whether the basis for the 
rejection is 35 U.S.C. 102 or 35 U.S.C. 103. The Examiner states that it "would have been an 
obvious matter of design choice at the time the invention was made to modify Nair et al. to 
include that the signature data associated with the retrieval request is not used to generate the 
substitute draft because it is well known in the art to use various record data units for 
computerized transaction record systems, See, for example, Johnson et al. (US 5,813,009) 
showing a digital camera as an input data source (Abstract; column 8, lines 46-59)." Why is 
claim 26 rejected under 35 U.S.C. 103(a) as being obvious over only Nair when a second 
reference is also cited against the claim? Furthermore, and more importantly, the cited teaching 
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of the reference "a digital camera as an input data source" fails to provide the element of claim 
26 that is missing from Nair. Nair discloses a system for processing transaction data (transaction 
processor 12) that stores signature data in order to generate a sales draft, so as to make the 
generation of a substitute draft unnecessary. Thus, by explicitly noting that the signature data - 
i.e., the signed copy of the sales draft - is not stored at the transaction processor 12, this forces 
one to the inescapable conclusion that the substitute draft does not include signature data. The 
citation of Johnson or any other reference that discloses cameras, scanners, or other input data 
sources is completely irrelevant. The rejection of claim 26 under 35 U.S.C. 103(a) in light of 
Nair, while citing but not explicitly relying the teachings of a second reference such as Johnson, 
is improper, not only because it fails to cite the correct basis for the rejection of the claim but 
also because it reads the element of generating a substitute draft that does not include signature 
data out of the claim, in violation of the legal requirements for claim construction imposed by the 
Federal Circuit, and should be reversed. 

Claim 27 includes a "system for processing transaction data comprising: a substitute draft 
system receiving a retrieval request and generating a substitute draft in response to the retrieval 
request; a merchant interface coupled to the substitute draft system, the merchant interface 
generating a merchant request in response to the retrieval request; and wherein signature data 
associated with the retrieval request is not used to generate the substitute draft." Again, claim 27 
specifically requires that the signature data associated with the retrieval request not be used to 
generate a substitute draft, thus explicitly rendering the system of Nair inappropriate as a basis 
for the rejection of the claims under 35 U.S.C. 102 or 35 U.S.C. 103. 

4. Claim for Violation of the Due Process Clause of the United States Constitution by the 
U.S. Patent and Trademark Office . 

In State Street Bank & Trust Co. v. Signature Financial Group, 149 F.3d 1368 (Fed. Cir. 
1998), the Federal Circuit held that software-implemented inventions that are drawn to methods 
of doing business are no different from any other inventions for which patent protection may be 
sought, such that property owners of such patentable inventions have a property interest that 
must be protected under the Due Process Clause of the United States Constitution. The U. S. 
Patent and Trademark Office has instituted programs, quotas, and other arbitrary and capricious 
requirements that deprive such property owners of their rights under the Patent Laws without an 
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articulated state interest. This patent application has been assigned to Class 705, which is the 
class which has been targeted for such unfair treatment by the U. S. Patent and Trademark 
Office. 

Evidence of this unfair treatment is provided by the Director of the U. S. Patent and 
Trademark Office, James Rogan, who is quoted in a February 7, 2003 Chicago Tribune article 
entitled "Note: This Headline is Patented" as saying that the Patent Office has "gone from a 75% 
acceptance rate to a 75% rejection rate" for "business method" patents. It is not clear how such 
a symmetric change from allowing 75% of pending "business method" software patents to 
rejecting 75% of such applications could be accomplished relative to the allowance rate in other 
art units remaining unchanged, without the implementation of a quota system, either de factor or 
explicit. One also wonders how attorneys and agents that draft applications that have a 75% 
allowance probability in other art units suddenly start turning out applications that only have a 
25% allowance probability once those applications are classified in Class 705. 

Additional evidence of such unfair treatment is provided by the actions of the Examiner 
in this application. The Examiner initially indicated that certain claims were allowable on May 
14, 2002, but then reversed himself without providing any substantive reason for doing so on 
October 18, 2002, just several months before Director Rogan's boast of having changed the 
number of allowable applications in this art area virtually overnight. When the Examiner was 
asked during the interview on June 11, 2003 whether this change was due to the "second pair of 
eyes" review process, which has been implemented against all allowed applications in class 705, 
he asserted that the application had not received second pair of eyes review after the indication of 
allowability, an assertion that is plainly refuted by the December 2000 issue of USPTO Today. 
It is further noted the Examiner for this application initially refused to grant an interview after 
issuing the final rejection, and that it was necessary to contact his supervisor in order to obtain an 
interview. The practitioner signing this appeal brief has only had this occur for other unrelated 
applications where the inventions have been classified in Class 705. 

While direct proof that the Examiner for this application was directed or given an 
incentive to deny equal protection of the laws to this application is not presently available, the 
circumstantial evidence establishes beyond a reasonable doubt that the U.S. Patent and 
Trademark Office has targeted a class of inventions that has been found to be patentable by the 
Federal Circuit and is depriving the property owners of such patents of the value of their 
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property. The effect of these arbitrary and capricious actions of the U.S. Patent and Trademark 
Office are a regulatory taking, in violation of Lucas v. South Carolina Costal Council, 505 U.S. 
1003 (1992). Applicants raise this issue primarily for the purposes of appeal to the Federal 
Circuit, and further suggest that the proper measure of damages for such regulatory takings 
would be compensation from the U. S. Patent and Trademark Office to the owners of such 
property rights equivalent to a reasonable royalty for licensing the claims that the property 
owners have been wrongfully deprived of for the period of time for which such property owners 
were deprived thereof, plus attorney's fees. 

5. Summary 

For the reasons set forth above, Appellant submits that the Examiner's construction of the 
claims is improper on the grounds that it reads elements out of the claims, and that Appellant's 
properly construed claimed invention is indeed novel and unobvious over the applied references 
and the art of record. 

Accordingly, the Examiner's rejections must be REVERSED , and claims 1, 2, 4-7, 11-19, 
and 2 1 -27 must be allowed. 
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IX. APPENDIX OF CLAIMS (37 C.F.R. §1.1 92(c)(9)) 
The text of the claims involved in the appeal are as follows: 

1 . A system for processing transaction data comprising: 

a substitute draft system operable to receive a retrieval request and to generate a 
substitute draft in response to the retrieval request; 

a merchant interface coupled to the substitute draft system, the merchant interface 
operable to generate a merchant request in response to the retrieval request; and 

a mediation charge system coupled to the merchant interface, the mediation charge 
system operable to receive a mediation charge and to generate a merchant mediation charge if no 
response has been received to the merchant request. 

2. The system of claim 1 further comprising an inhibit system coupled to the 
substitute draft system, the inhibit system operable to receive the retrieval request and to inhibit 
the substitute draft system so as to prevent the substitute draft system from generating the 
substitute draft. 

4. The system of claim 1 further comprising a merchant system coupled to the 
merchant interface, the merchant system operable to receive the merchant request and to notify 
an operator of the merchant request. 

5. The system of claim 4 wherein the merchant system is operable to retrieve 
identification data in response to the merchant request and to transfer the identification data to 
the merchant interface system. 

6. The system of claim 1 further comprising a bank card system coupled to the 
substitute draft system, the bank card system operable to transmit the retrieval request to the 
substitute draft system and to receive the substitute draft. 

7. The system of claim 6 further comprising a bank system coupled to the bank card 
system, the bank system operable to generate the retrieval request and to receive the substitute 
draft from the bank card system. 

11. A method for processing a retrieval request comprising: 
receiving the retrieval request; 

generating the substitute draft if it is determined that a retrieval request code is not in a 
set of retrieval requests codes that would prohibit the generation of the substitute draft; and 
generating a merchant request in response to the retrieval request. 
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12. A method for processing a retrieval request comprising: 
receiving the retrieval request; 

generating the substitute draft if it is determined that issuing bank data is not in a set of 
issuing bank data that would prohibit the generation of the substitute draft; and 
generating a merchant request in response to the retrieval request. 

13. A method for processing a retrieval request comprising: 
receiving the retrieval request; 

generating the substitute draft if it is determined that bank card agency data is not in a set 
of bank card agency data that would prohibit the generation of the substitute draft; and 
generating a merchant request in response to the retrieval request. 

14. A method for processing a retrieval request comprising: 
receiving the retrieval request; 

generating the substitute draft if it is determined that transaction amount data is not in a 
set of transaction amount data that would prohibit the generation of the substitute draft; and 
generating a merchant request in response to the retrieval request. 

15. A method for processing a retrieval request comprising: 
receiving the retrieval request; 

generating the substitute draft if it is determined that card user data is not in a set of card 
user data that would prohibit the generation of the substitute draft; and 

generating a merchant request in response to the retrieval request. 

1 6. A system for processing transaction data comprising: 

a bank system operable to generate a retrieval request in response to user-entered data; 

a bank card system coupled to the bank system, the bank card system operable to receive 
the retrieval request from the bank system; 

a transaction system coupled to the bank card system, the transaction system operable to 
receive the retrieval request from the bank card system and to generate a substitute draft and a 
merchant request in response to the retrieval request, the transaction system is operable to assess 
a mediation charge against the merchant system if the merchant system has not generated sales 
draft data in response to the merchant request; and 

a merchant system coupled to the merchant interface, the merchant system operable to 
receive the merchant request and to generate sales draft data in response to the merchant request. 
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17. The system of claim 16 wherein the transaction system is operable to receive bank 
system data with the retrieval request, and wherein the transaction system is operable to generate 
the substitute draft in response to the retrieval request and the bank system data. 

18. The system of claim 16 wherein the transaction system is operable to receive card 
user data with the retrieval request, and wherein the transaction system is operable to generate 
the substitute draft in response to the retrieval request and the card user data. 

19. The system of claim 16 wherein the transaction system is operable to receive 
transaction amount data with the retrieval request, and wherein the transaction system is operable 
to generate the substitute draft in response to the retrieval request and the transaction amount 
data. 

21 . The method of claim 1 1 wherein determining that the retrieval request code is not 
in a set of retrieval requests codes that would prohibit the generation of the substitute draft is 
performed prior to receiving the retrieval request. 

22. The method of claim 12 wherein determining that the issuing bank data is not in a 
set of set of issuing bank data that would prohibit the generation of the substitute draft comprises 
determining that no issuing bank would prohibit the generation of the substitute draft prior to 
receiving the retrieval request. 

23 . The method of claim 1 3 wherein determining that the bank card agency data is not 
in a set of set of bank card agency data that would prohibit the generation of the substitute draft 
comprises determining that no bank card agency would prohibit the generation of the substitute 
draft prior to receiving the retrieval request. 

24. The method of claim 14 wherein determining that the transaction amount data is 
not in a set of set of transaction amount data that would prohibit the generation of the substitute 
draft is performed prior to receiving the retrieval request. 

25. The method of claim 1 5 wherein determining that the card user data is not in a set 
of set of card user data that would prohibit the generation of the substitute draft is performed 
prior to receiving the retrieval request. 

26. The system of claim 1 wherein signature data associated with the retrieval request 
is not stored at the system for processing transaction data. 

27. A system for processing transaction data comprising: 

a substitute draft system receiving a retrieval request and generating a substitute draft in 
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response to the retrieval request; 

a merchant interface coupled to the substitute draft system, the merchant interface 
generating a merchant request in response to the retrieval request; and 

wherein signature data associated with the retrieval request is not used to generate the 
substitute draft. 
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X. OTHER MATERIAL THAT APPELLANT CONSIDERS NECESSARY OR DESIRABLE 



See Appendix: 

A. Nair - U.S. Patent No. 5,479,530. 

B. "This Headline is Patented," February 7, 2003, Chicago Tribune. 

C. U.S.P.T.O. Today, December 2000. 
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Registration No. 39,348 

AKIN, GUMP, STRAUSS, HAUER & FELD, L.L.P. 
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Evidence Appendix 



See Apendix: 

A. Nair - U.S. Patent No. 5,479,530. 

B. "This Headline is Patented," February 7, 2003, Chicago Tribune. 

C. U.S.P.T.O. Today, December 2000. 
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It has been a remarkable year for the USPTO, and, with 2000 
drawing to a close, December is an ideal time to review some of the 
accomplishments of this past year. Not only have we had a very 
successful year, I think we have a lot of which to be proud. 

When I first came to USPTO, we faced some rather serious chal- 
lenges: our management team was under construction, prospects 
for patent reform legislation were dicey, our space consolidation 
project faced numerous hurdles, several major IT initiatives were 
on the drawing board only, and we faced a growing workload that 
was showing no sign of letting up soon. 

Things have changed, and I think for the better. Today, I am proud 
to say that as a $1 billion business with more than 6,500 employees, 
we are meeting the challenges of the 21 st century. Not only is our 
management team strong and well-functioning, it is committed to 
the ideals of a well-managed workforce that is focused on continu- 
ous improvement as the key to continued success. 

The most sweeping revision of the patent law in the last half- 
century became a reality. The American Inventors Protection Act 
also restructured us as a performance-based organization, giving us 
flexibility and independence to perform more like a business and, 
hopefully, less like a government bureaucracy. We finalized the 
lease on our new Carlyle Campus, which, when completed, will 
consolidate our office space in one new central location. With a 
groundbreaking coming up in mid- January, I am proud to say that 
we are on schedule and on budget. I know that by 2004, our new 
offices will serve to maximize our efficiency and provide the mod- 
ern workspace our employees deserve. 
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And we realized the full implementation of a number of our innova- 
tive IT and automation plans as a significant part of our daily 
operation. Patent and trademark applications can be filed online, 
customers can check on-line on the status of an application, and 
we've continued to improve and expand search tools for our exam- 
iners. Finally, we were able to meet the tremendous growth in our 
workload by hiring a net of almost 800 new examiners. 

Of course, these changes did not happen by themselves. By focus- 
ing on quality, skills training, efficiency, and proactive management, 
we brought the administration of the patent and trademark system 
into the age of e-government and maintained our goal to be the best 
IP office in the world. 

As we reflect upon our accomplishments in 2000, 1 know that we 
are committed to making 2001 even more of a success for the new 
USPTQ. 



An Active Eight Years for IP 

by Tod Preston, Office of Legislative and International Affairs 

A new administration will soon be taking over the reins of the 
executive branch of the federal government. As the United States 
Patent and Trademark Office prepares for this transition, it's an 
opportune time to review developments on the intellectual property 
front since the last administration came into office. In many ways, 
it's been a remarkable eight years — light years, as they say, in 
Internet time. 

The importance of intellectual property (IP) and the profile of the 
USPTO has increased dramatically since the dawn of the Clinton- 
Gore administration in January 1993. Here in the United States, a 
wave of high-tech invention and innovation, arguably the greatest 
ever, has fueled the longest economic expansion in our nation's 
history. As a result, patents, trademarks, and copyrights have 
become inexorably linked to economic vitality. This has made the 
protection of IP rights increasingly important. 
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Given these rapid developments, the demands on the USPTO have 
been enormous ~ and the need for its expertise has risen to unprec- 
edented heights. Just within the last year, for example, we have 
seen the enactment of the most sweeping patent reform legislation 
in a half-century, the transformation of the Office into a "perfor- 
mance-based organization" leading federal government reinvention, 
the awarding of the lease for a new 2 million sq. ft. office complex 
in Alexandria, and the signing of the new Patent Law Treaty by 43 
member states of the World Intellectual Property Organization. 
The list goes on and on. 

What follows are the highlights of the more noteworthy develop- 
ments of the last eight years, beginning with developments within 
the agency itself and then on the international policy front. 

Workload 

One of the more fundamental IP developments in the last eight 
years has been the sharp increase in U.S. patent and trademark 
filings, which has led to a dramatic increase in USPTO workload. 
Indeed, since 1 993 patent and trademark filings have increased 
more than 70 percent. Patent filings have gone from 174,000 in 
1993 to just under 300,000 this year, and trademark applications 
have increased from 140,000 to over 370,000. The sheer volume 
of all of this data has won the USPTO the distinction of having 
more data storage than the combined contents of every book in the 
Library of Congress. 

Two other statistics also underscore the explosive growth in the 
Office's workload: In 1993, total USPTO revenue was $498 mil- 
lion. For 2001, it is projected to be $1.2 billion. In addition, the 
time between millionth patent milestones was cut in half since the 5 
millionth patent was issued in 1990 and the 6 millionth patent in 
1999. 

One way the USPTO has responded to this sharp increase in busi- 
ness has been to expand its workforce. The size of the patent 
examining corps has increased from 1,900 examiners in January 
1993 to about 3,200 today. At the same time, the size of the 
trademark examining corps more than doubled, from 1 50 to 380. 
With this expansion, the USPTO is now, by all accounts, the most 
diverse agency in the federal government. Forty-five percent of the 
employees are women, and African- American and Asian employees 
make up about 34 percent and 17 percent of the USPTO 
workforce, respectively. The agency takes great pride in the fact 
that its workforce reflects the diversity of the American people. 
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Quality and Customer Focus 

Even more important than an expanded workforce, however, has 
been the Office's heightened focus on customer service and quality 
management. In order to provide better service to its patent and 
trademark customers, the USPTO has revolutionized its products 
and services over the past eight years, utilizing the Internet to offer 
one-stop, e-gOvernment "shopping." TheUSPTO's award-winning 
Web site now offers free access to every U.S. patent granted since 
the very first one in 1790, electronic filing of patent and trademark 
applications, up-to-the-minute status checks of patent and trade- 
mark applications, and credit card payment for all fees and services 
— just to name a few. 

An important milestone occurred in 1995, when the USPTO began 
conducting annual surveys of patent and trademark customers, a 
valuable tool for pinpointing areas for improvement in the Office. 
Since that time, the USPTO has expanded customer outreach 
efforts through focus sessions, written surveys, interviews, 
roundtables, partnerships, and technology fairs. The Office has 
adopted the balanced scorecard methodology for all major operat- 
ing units to better track and optimize operational performance, 
established the Office of Quality Management, and instituted 
customer service training for all patent employees. Training for 
trademark employees will begin in the new year. 

Other initiatives undertaken to better meet the needs of customers 
include the establishment of the Office of independent Inventor 
Programs in 1999, the launching of new TV and radio spots to fight 
invention promotion firms scams, and the creation of USPTO Web 
sites devoted specifically to independent inventors and children. 

All of these programs have helped achieve a significant increase in 
customer satisfaction and are helping make the USPTO the stan- 
dard-bearer for excellence in government. For example, a study 
earlier this year by the National Partnership for Reinventing Gov- 
ernment, in cooperation with the Office of Personnel Management, 
ranked the USPTO #1 in the federal government in six different 
areas it surveyed, including having service goals aimed at meeting 
customer expectations. 

Fortunately, a greater focus on customers has also been accompa- 
nied by a heightened focus on employees. Over the past eight 
years, the USPTO has taken a number of steps to improve the 
quality of work life so that it can attract and retain the best and the 
brightest employees. For example, through the leadership of 
former Commissioner Bruce Lehman and the late Commerce 
Secretary Ron Brown, the agency established PTO University in 
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1 994. Partnering with five academic institutions (Northern Virginia 
Community College, Marymount University, Johns Hopkins Uni- 
versity, University of Virginia, and Syracuse University), PTO 
University offers employees 1 1 academic programs at the under- 
graduate and graduate levels. In addition to these educational 
opportunities, the Office has expanded flexible hours, established 
full-time casual dress policies, and increased telecommuting pro- 
grams. More employee-friendly policies are in the works, as well. 

International IP Policy 

As impressive as the developments have been within the agency 
itself, an unprecedented integration of IP in trade treaties, practices, 
and agreements has also taken place since January 1 993 . Under the 
leadership of Director Dickinson, former Commissioner Bruce 
Lehman, and others in the administration such as former Commerce 
Secretary William Daley, the USPTO has helped foster a global 
environment that clearly recognizes the importance of IP. In so 
doing, the USPTO has championed initiatives that will provide for 
stronger, more affordable, and more accessible IP protection in 
markets around the world. 

The course for these initiatives was charted early on in the adminis- 
tration when, in 1994, the USPTO helped negotiate the World 
Trade Organization's Agreement on the Trade-Related Aspects of 
Intellectual Property (TRIPs). The TRIPs Agreement, which 
weaves patent, trademark, and copyright norms into the interna- 
tional trading system, now serves as the center of today's interna- 
tional IP protection system. Since TRIPs came into effect, the 
USPTO has sponsored numerous technical assistance and training 
programs to help developing economies bring their domestic laws 
into compliance with TRIPs. 

At the same time in the patent area, the USPTO has led interna- 
tional efforts to secure efficient and affordable protection of the 
rights of all inventors throughout the world. It has done so through 
a formal proposal to simplify the Patent Cooperation Treaty and the 
recent adoption of the Patent Law Treaty. Similarly, on the trade- 
mark front, a high priority has been placed on harmonizing the 
procedures of national trademark offices worldwide. In addition to 
the ratification and implementation of the Trademark Law Treaty in 
1998, the USPTO is anticipating implementation of the Madrid 
Protocol next year, which would streamline the trademark registra- 
tion process by permitting U.S. trademark owners to file for regis- 
tration in any number of 65 member countries by filing a single 
standardized application, in English, with a single set of fees at the 
USPTO. 
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The copyright front has been very active as well. The 
administration's leadership in this area began early in 1993 when 
President Clinton established the Working Group on Intellectual 
Property Rights, which was chaired by the USPTO. The group's 
1995 report on "Intellectual Property and the National Information 
Infrastructure" led to adoption of the WIPO Copyright Treaty and 
the WIPO Performances and Phonograms Treaty in 1996, the 
enactment of the Digital Millennium Copyright Act in 1998, the 
Conference on the Fair Use of copyrighted works, and other initia- 
tives to strengthen copyright protection. 

Other important milestones on the IP policy front included: (1) The 
creation of the National Intellectual Property Law Enforcement 
Coordination Council, established by Congress in 1999. The 
USPTO serves as cochair of the Council, along with the Justice 
Department, which grapples with the myriad of IP enforcement 
issues that seem to grow by the day. (2) The adoption this past 
September of the "Joint Recommendation Concerning Trademark 
Licenses" by the member states of WIPO's Standing Committee on 
the Law of Trademarks, Industrial Designs and Geographical 
Indications. Championed by the United States, the Joint Recom- 
mendation complements the Trademark Law Treaty (TLT) through 
the simplification and harmonization of trademark licensing proce- 
dures. (3) The signing in July 1 999 of a new Act of the Hague 
Agreement Concerning the International Registration of Industrial 
Designs by the United States and 22 other nations. The new 
Geneva Act attempts to establish an international system for obtain- 
ing protection for industrial designs that is compatible with the 
existing diverse range of national laws. The new act revises the 
current agreement in order to make the system simpler, less expen- 
sive, and more responsive to the creators of industrial design. 

Conclusion 

From the global integration of intellectual property to one-stop 
electronic services, the USPTO has made great strides during the 
Clinton-Gore administration. If the last eight years are any indica- 
tion, the next administration will also be a time of extraordinary 
opportunity and extraordinary challenge for IP. As it embarks on 
this new chapter in its history, the USPTO looks forward to con- 
tinuing to improve its services to America's inventors and entrepre- 
neurs - the engines of our New Economy. 
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The Evolution of the Business 

Method Patent 

and 

Update on the Business 
Method Action Plan 

By Wynn Coggins, Technology Center 2100 
Past to Present 

In 1876, Alexander Graham Bell revolutionized communication 
with his invention of the telephone. In 1880, Thomas Edison har- 
nessed electricity with his invention of the light bulb. In 1906, 
Orville and Wilbur Wright created a new travel industry with their 
invention of the flying machine. IBM's earliest inventions in data 
processing date back to the late 1 800s, and electrical-mechanical 
devices became common in the early 1900s. In the late 1980s, 
patents were granted on using animals for cancer research. These 
are all examples of huge, revolutionary ideas that have helped shape 
our great nation into the industrial giant that it is today. And the list 
simply goes on and on. But are the really big, revolutionary ideas all 
used up? Do we have any more "telephones," "computers," or 
"light bulbs" out there? Sure we do, but many of the patents issued 
today are taking a new shape. Small, incremental improvements to 
a known process or system are becoming more and more common- 
place, and patents on electronic commerce business methods are 
emerging as a growing and controversial area. 

The Action Plan 

On March 29, 2000, Under Secretary Dickinson announced an 
action plan for business method patents which included initiatives 
on outreach to the electronic commerce industry and enhanced 
quality for the examination process of business method patents. The 
outreach initiatives specifically addressed establishing formal 
customer partnerships with the software, Internet, and electronic 
commerce industry to provide a forum to discuss mutual concerns, 
problems and possible solutions, and to share USPTO operational 
efforts in the business methods technology area. The outreach 
initiatives also addressed convening a roundtable forum with 
stakeholders and making a greater effort to locate and obtain 
relevant prior art resources using industry feedback. 

The quality initiatives of the action plan included enhanced techni- 
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cal training for the examiners, revised examination guidelines for 
computer-related inventions, and expanded search activities. 

Many of these initiatives have been put in place. Technology Center 
2100 has established customer partnerships with 12 organizations, 
many of which have offered to provide examiner training, intern- 
ships, field trips, and input on search strategies. USPTO has met 
individually with these organizations, however, the inaugural 
partnership meeting with these organizations is planned for the 
spring of 2001. In addition to the partnership organizations, repre- 
sentatives from the public, academia, and the private sector are also 
welcome. 

USPTO continues to place emphasis on receiving and cataloging 
industry feedback on current prior art resources, and soliciting 
input on possible ways to expand these resources to include other 
databases and information collections that are not currently avail- 
able to the examiners in Class 705. Public announcements will be 
made to help with this effort Sometime in December or January an 
Official Gazette notice will be published requesting input from 
interested parties on current USPTO search resources used in the 
examination of applications in Class 705. A full and complete 
listing of current USPTO prior art resources will be provided in the 
notice for comment, along with a detailed description of the manda- 
tory search that is now required for all applications examined in 
Class 705. 

To address quality concerns by industry and patent practitioners, 
the USPTO has successfully implemented all of the quality initia- 
tives outlined in the action plan. Technical training for the examin- 
ers has been enhanced to ensure technical currency on the various 
business method topics. Many of the partnership organizations 
have helped with this effort by providing speakers and training 
materials to the examiners. New positions in TC 2100 for a business 
practice specialist and a senior level examiner are being established 
and pursued to act as a resource on industry business practices and 
standards. 

The Manual of Patent Examination Procedure guidelines for com- 
puter-related inventions was revised in February 2000 to reflect the 
State Street Bank and AT&T v. Excel court decisions. Additionally, 
mandatory searching has been implemented in TC 2100 for all 
applications in Class 705. This mandatory searching includes a 
classified US patent document search, foreign patents, and non- 
patent literature. Also, a new second-level review of all allowed 
applications in Class 705 is now required and the sampling size for 
review by the Office of Patent Quality review has been expanded 
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for Class 705 
applications. 

The Future 
Computers and the 
Internet have cre- 
ated an information 
age that is truly 
revolutionizing how 
we function as a 
society. New tech- 
nologies are con- 
stantly emerging 
that didn't exist 
three weeks ago, 
and developers in 
these areas don't always recognize the need to protect their discov- 
eries. Thus, traditional patent search strategies need to be enhanced 
to meet future needs in these growing technology areas, and 
USPTO is working to bridge the gap with industry and work 
together to make this happen. With the help of the partnership 
organizations, concerns about the quality of the searches being 
performed by patent examiners and the examiner knowledge base 
on which they have to make decisions on patentable subject matter 
are being aggressively addressed. The business method patent 
phenomenon translates to progress. It is an example of the evolu- 
tion the patent process is undergoing to keep pace in today's 
technology and information age. 



A Second Pair of Eyes.... 



Enhanced Review 

as of October 23, 2000 




Number of allowed cases reviewed = 460 
Number returned to SPE (any question) =187 

.being very conservative.. . 
... lots of questions being asked ... 
Number reopened after SPE review = 28 (6.1 percent) 
. . . one or more claims caused reopening. . . 
...six were reopened due to all claims (1.3 percent). 



2000 Customer Satisfaction 
Survey Results 

by Julie Chapin, Office of Quality Services 

The Annual Customer Satisfaction Survey enables USPTO to 
assess customer satisfaction with its processes and standards. Each 
year a random sample of patent and trademark customers are 
selected to participate in the survey. The results of the survey are 
used to measure progress in improving customer satisfaction as 
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well as identifying areas for 
improvement. The results often 
serve as catalysts for quality 
programs and initiatives through- 
out the year and beyond. 

For patents, a total of 7,333 
surveys were mailed with a goal of 
sampling approximately 1,000 
respondents in each technology 
area. A response rate of 37 
percent was achieved with a total 
of 2,545 completed surveys. 
Eighty-seven percent of the 
respondents described themselves as being a "continuous customer" 
of the USPTO, and 80 percent were patent agents/attorneys. 
Another 18 percent of respondents represented large businesses 
with individual inventors making up 6 percent of the survey respon- 
dents. 

For trademarks, a total of 1,1 13 surveys were mailed, and 400 
surveys were returned for an overall response rate of 38 percent. 
Seventy-five percent of the respondents described themselves as 
"continuous customers," and 76 percent of the respondents identi- 
fied themselves as attorneys. Individual applicants made up only 1 
percent of the total respondent population. This profile is basically 
the same as in 1999. 

Key Drivers 

Key drivers identify factors having the greatest impact on overall 
customer satisfaction. The key drivers for patents this year include: 

Direct you promptly to the proper office or person. 

Return telephone calls within one business day or, if re- 
quested by the caller, provide an alternate point of contact. 

Set forth clearly in written communications, the technical, 
procedural, and legal position of examiners. 

Mail accurate filing notices for complete, standard applica- 
tions. (In 1999, question read "Mail correct filing no- 
tices...") 

Conduct a thorough search during patent examination 
process of relevant U.S. patents, foreign patent literature, 



Thank you — To those who took 
the time to respond to the USPTO 
Annual Customer Satisfaction 
Survey 2000. Through your per- 
sonal involvement, and the partici- 
pation of other practitioners, the 
agency expects to enhance its 
understanding of your needs and at 
the same time, develop initiatives for 
improving your satisfaction with 
USPTO products and services. 
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and non-patent literature contained in USPTO search files 
and, where appropriate, a reasonable search of other non- 
patent literature. 

Provide patent grant within 36 months of filing. 
(Question was not asked in 1999.) 

All the key drivers increased in satisfaction from 1 999 except for 
"Clear written communications'* which remained the same and 
"Conduct a thorough search" which decreased 3 percent. Two key 
drivers are new standards this year: "Mail accurate filing notices" 
and "Provide patent grant within 36 months." 

The key drivers for trademarks include: 

Direct you promptly to the proper office or person. 

Set forth clearly in written communications, the technical, 
procedural, and legal position of examiners. 

Provide a final determination regarding registrability within 
three months of filing. 

Mail filing receipts within 14 days after receipt of applica- 
tion in the USPTO. 

Respond to amendments within 35 days from mail room 
receipt date. 

Issue Certificates of Registration with the correct informa- 
tion. 

Provide clear and accurate answers to questions regarding 
the trademark application process through the Trademark 
Assistance Center. 

For trademarks, the largest increase in customer satisfaction for a 
key driver was in "Respond to amendments within 35 days" which 
increased 4 percent. The largest decrease was 6 percent in "Mail 
filing receipts within 14 days after receipt of application." 

The 2000 patent customer satisfaction survey results are quite 
encouraging. Overall customer satisfaction in the Patent area has 
improved by 12 percent in the last two years, increasing from 52 
percent in 1 998 to 64 percent in 2000. Additionally, dissatisfaction 
is only 13 percent. 
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A growing number of respondents are commenting about the 
proactive and individualized service, as well as the helpfulness of 
examiners in pointing out appropriate changes and working out 
issues over the telephone. Approximately 80 percent of respondents 
are satisfied with the use of the telephone for examination issues. 

Most of the patent respondents who rated overall satisfaction as 
either neutral or dissatisfied appear to be dissatisfied with search 
quality and the service provided in following up on their problems 
and complaints. A Search committee task force was formed in 
1999 and will continue to seek ways of improving search quality 
through ongoing focus sessions and developing efficient means for 
improving the search process for examiners. Additionally, USPTO 
is developing a customer complaint resolution database and staffing 
customer service centers to address problems and complaints 
expeditiously. 

Overall satisfaction for Trademarks remains above 60 percent (at 
65 percent satisfied), and dissatisfaction with overall services 
remains low, at 14 percent. Satisfaction with document accuracy 
(with the exception of filing receipts) remains strong, and several 
aspects of customer service and examination quality show high 
satisfaction ratings. While several areas remain strong in 2000, the 
results indicate some declining and unchanging satisfaction levels 
from 1999 to 2000. 

Satisfaction with customer service was basically unchanged, but 
some slippage occurred for returning telephone calls within one 
business day. 

Low levels of satisfaction still exist in trademarks regarding some 
key examination quality issues, including sufficiency of evidence in 
supporting actions, efficiency of the examination process, consis- 
tency of examination, and appropriateness of refusals made under 
1052(d) and 1052(e). About one-third of the respondents reported 
that rejections are not usually appropriate under 1052(d) and 
1052(e). 

Targets for improvements have been outlined and new and on- 
going initiatives are underway to address these issues. To address 
the examination quality issues, the Office is developing additional 
guidelines for examining attorneys, and also is considering modify- 
ing several aspects of examination practice. Customer service 
training for all employees is also planned. 

The 2001 Patent and Trademark Customer Satisfaction Surveys 
will be mailed in the spring of 200 1 . If you are randomly selected 
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to receive a survey please take a few minutes to respond. Your 
input is important and valuable to the USPTO. 



Patent and Trademark 
Depository Library Program 
Offers Service Nationwide 

by Cynthia Banicki, Network Librarian 

Patent and Trademark Depository Library Program 

The Patent and Trademark Depository Library (PTDL) Program is 
a nationwide network of libraries staffed by skilled information 
professionals who disseminate intellectual property information 
using a variety of media. These prestigious public, academic, and 
state libraries designated as PTDLs by the under secretary of 
commerce for intellectual property and director of the United States 
Patent and Trademark Office facilitate access to what many con- 
sider to be the largest collection of technological and scientific 
information in the world. 

The PTDL Program began in 1 871 when federal statute (35 USC 
13) first provided for the distribution of printed patents to libraries 
for use by the public. During the program's early years, 22 libraries, 
mostly public and all but several located east of the Mississippi 
River, elected to participate. PTDLs now reside at 44 academic 
libraries, 36 public libraries, seven state libraries, and one special 
library. Since 1977 the PTDL network has grown to 88 PTDLs, 
including three partnership libraries located in Sunnyvale, Califor- 
nia, Detroit, Michigan, and Houston, Texas. 

The United States Patent and Trademark Office provides significant 
support to these libraries. PTDLs receive current patent and 
trademark information, including subscriptions to electronic search 
and data delivery products. The PTDL Program also offers semi- 
nars and other extensive training programs specifically designed for 
PTDL librarians. 
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Each PTDL offers access to utility, design, plant, and reissue 
patents; reexamination certificates; Statutory Invention Registra- 
tions; post-issue patent status information; The Official Gazette of 
the US Patent and Trademark Office (both patent and trademark 
sections); and all USPTO search tools, indices, and directories. All 
materials are distributed in a variety of formats including print, 
microfilm, microfiche, CD-ROM, DVD-ROM, diskette, and online. 

PTDLs support special programs for inventors and intellectual 
property practitioners. For example, the Stillwater PTDL at Okla- 
homa State University cosponsored an educational workshop in 
November 2000 for inventors, partnering with the Oklahoma 
Inventor's Assistance Service. Earlier in the year this PTDL also 
cosponsored a two-day conference with the legal community titled 
"Celebrating 6 Million Patents: Encouraging Future Progress" 
during which USPTO speakers provided presentations on the 
patent process, legal issues, searching and recent news in the patent 
and trademark arena. Educational seminars currently being sup- 
ported by PTDLs include the Patents 2000 Customer Outreach 
Program. Addressing the implementation of the American Inventors 
Protection Act and Electronic Commerce with the USPTO, these 
seminars were held at 13 PTDLs located across the country during 
the months of June through December. More seminars are being 
scheduled for 2001. 

Specialized services at partnership PTDLs, offered on a cost recov- 
ery basis, supplement the free public access to patent and trademark 
products and services available at all PTDLs. State-of-the-art 
technology at the partnership PTDL libraries supports a variety of 
services previously available only at the USPTO, including access 
to the EAST, WEST, and X-search systems-the same electronic 
search systems used by patent examiners and trademark examining 
attorneys-high speed digital facsimile service, document delivery, 
disclosure document filing, and special seminars and workshops. 

Secure videoconference links are available between USPTO and the 
partnership PTDLs for use in conducting USPTO business. Inven- 
tors and attorneys or agents can use the facilities designed for 
confidential interviews with USPTO patent examiners. A document 
camera and high-speed digital facsimile service facilitate instanta- 
neous document preparation and exchange. The facilities are also 
available for interactive training programs, seminars and planning 
sessions. The USPTO offers encrypted videoconferencing for 
interviews with examiners. 

The presence of a PTDL is valued in every locale as a rich resource 
for small businesses, research and development firms, university and 
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governmental laboratories, independent inventors, and entrepre- 
neurs. Each PTDL brings the newest technology in the form of 
patents to a myriad of potential users in a city, state, or entire 
region. Patents also provide a unique body of scientific and techni- 
cal literature that adds value and stature to a library's collection. 
Access to trademark information provides a service in high demand 
by local businesses. The availability of high quality patent and 
trademark information services in PTDLs serves to build the area's 
economy and continually attracts new communities of users, further 
expanding demand for USPTO information products and services. 

For more information visit the PTDLP Web site at: http:// 
www.uspto.gov/go/ptdl . 



for patent applicants 



USPTO employees speak frequently with inventors or potential 
inventors, and we are often surprised by the amount of misinforma- 
tion that is circulating. In this month's Helpful Hints column, Dick 
Apley, director of the Office of Independent Inventor Programs, 
tests your awareness of fact and fiction in the patent process. How 
do you fare? 



by Richard Apley, Director, Office of Independent Inventor Programs 

Truth or myth? In 1943, while on vacation in Santa Fe, New 
Mexico, Edwin Land snapped a picture of his three year old daugh- 
ter. When she asked how long it would take before she could see 
the picture, Land wondered if it wouldn't be possible to develop 
and print a photograph inside a camera. After five years of research, 




Hints 



Something's Mything! 
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in 1947 Land introduced the Polaroid Model 95, which produced 
sepia-toned pictures in 60 seconds. Land took the camera to 
Kodak, but they dismissed his invention as a toy and turned down 
the opportunity to market the Polaroid. 

Truth or myth? The cheapest way to establish your date of inven- 
tion or "conception" is by mailing to yourself a registered letter 
describing the invention and leaving it sealed? 

This practice is commonly called a "poor man's patent" and is 
practically worthless. You cannot protect your invention against 
later inventors by merely mailing yourself a registered letter. There 
are many other methods to protect your invention: (1) keep full, 
detailed, records that are witnessed by others; use a bound note- 
book rather than a loose-leaf for protection against a charge that 
something was inserted later; (2) file a disclosure document; (3) file 
a provisional patent application; or (4) file a non-provisional patent 
application: 

Truth or myth? Once granted a United States patent you can make 
or sell it in the United States and you can enforce it throughout the 
world? 

A United States patent for an invention is a grant of a property right 
by the government to the inventor. The right conferred by the 
patent grant is the right to exclude others from making, using, 
offering for sale, or selling the invention in the United States or 
importing the invention into the United States. What is granted is 
not the right to make, use, offer for sale, sell, or import, but the 
right to exclude others from doing these things. Also, the grant of 
the United States patent is only enforceable in the United States. If 
you want protection around the world, you will have to file applica- 
tions in those foreign countries in which you want patent protec- 
tion. 

Truth or myth? If you invent a better mousetrap the world will 
beat a pathway to your door? 

With a commercialization success rate between two and five per- 
cent for inventions, this statement is one of the more fanciful ones 
we often hear. The origin for this saying is from a lecture given by 
Ralph Waldo Emerson in 1 855 : "If a man write a better book, 
preach a better sermon, or make a better mousetrap than his neigh- 
bor, though he builds his house in the woods, the world will make a 
beaten path to his door." Most successful inventors and marketers 
will tell would-be inventors that successful products must solve two 
problems. First, the product must be needed by lots of people. 
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Second, the product has to solve a specific problem. Remember, 
the original slide fastener, which has developed into the modern 
zipper, was patented by Whitcomb L. Judson in 1 893, but was not 
successfully marketed until about 1 905 . 

Truth or myth? A working model is required to be submitted with 
your patent application. 

The requirement of a model with each patent application was 
dropped in 1 870. With the exception of cases involving perpetual : 
motion, a model is not ordinarily required by the USPTO to demon- 
strate operativeness of a device. If operativeness of a device is 
questioned, the applicant must establish it to the satisfaction of the 
examiner, but the applicant may choose the way of so doing. 

Truth or myth? A Patent Office official resigned and recom- 
mended that the Patent Oflfice be closed because he thought that 
everything that could be invented had already been invented. 

While that statement makes good fun of predictions that do not 
come to pass, it is none the less just a myth. Researchers have 
found no evidence that any official or employee of the U.S. Patent 
Office had ever resigned because there was nothing left to invent. 
Just the opposite is true. 

A clue to the origin of the myth may be found in Patent Office 
Commissioner Henry Ellsworth's 1843 report to Congress. In it he 
states, "The advancement of the arts, from year to year, taxes our 
credulity and seems to presage the arrival of that period when 
human improvement must end." But Commissioner Ellsworth was 
simply using a bit of rhetorical flourish to emphasize the growing 
number of patents as presented in the rest of his report. He even 
outlined specific areas in which he expected patent activity to 
increase in the future. 

This mythical quote has also been attributed to Charles H. Duell, 
who held the office of commissioner of patents in 1 899. But unlike 
Ellsworth, who simply may have been misquoted, there is abso- 
lutely no basis to support DuelPs alleged statement. Duell, like his 
predecessor, documented an increase in 1899 of about 3,000 
patents over the previous year, and nearly 60 times the number 
granted in 1837. He further asked the Congress for aid and encour- 
agement in improving the American patent system. 

If you were wondering about the Edwin Land story... it's true. 
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The Patent Business - 

Part Two 

A Conversation with Ed- 
ward "Kaz" Kazenske, 
Deputy Commissioner for 
Patent Resources and Plan 
ning 

by Anne M. Houghton, Office of the 
Deputy Commissioner for Patent 
Resources and Planning 

The following is part two of a 
four-part series on the Patent 
Business. Part one featured in th 
November issue of USPTO TO- 
DAY an interview with Commissioner of Patents Nicholas Godici. 
Part two features an interview with the Deputy Commissioner for 
Patent Resources and Planning Edward "Kaz" Kazenske. 
Kazenske's career prior to his appointment to the post of deputy 
commissioner for patent resources and planning included over 25 
years of expertise in intellectual property rights and over 15 years 
of organizational management and leadership experience. The 
following article includes his description of the term "Patent Busi- 
ness," some of the challenges that he faces regarding planning and 
resources, and his initiatives for the future. 

AH - What does the term ' Patent Business" mean to you? 

Kaz - The term "Patent Business" has evolved from several issues 
such as fees, legislation, and reengineering that have effected the 
Office over the last decade. There was a lot of discussion about a 
business concept in the early l 90s when we became 100 percent 
fee-funded. Later, legislation came along where we were to be- 
come a PBO [performance based organization] or government 
corporation. 

In view of moving to a PBO and not relying on tax payer funding, 
we were forced to start looking at ourselves much like a business 
would operate, and less like a typical government organization or 
bureaucratic system. Since all of our costs must be recovered by 
fee income, we needed other tools as well such as moving to ABC 
[activity based cost] accounting and to start budgeting much more 
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closely to our costs and revenue activities. Other factors that came 
into play through reevaluating our strategic planning process was 
the message that we need to deliver products and services much 
more like a business would. Though we have a public responsibil- 
ity, operating as a business really changed the involvement and 
focus of this organization. 

AH - As deputy commissioner for patent resources and planning, 
what are the biggest initiatives you 're implementing over the next 
two fiscal years and what kind of impact will they have on the 
Patent Business? 

Kaz - 1 think our biggest effort is our aggressive movement toward 
e-commerce and automation. The second issue would be a total 
reevaluation and look at the patent examination process. That 
involves two aspects: one of reengineering, and one of a potential 
change in the process by regulation and statute. A third initiative, 
which may be our biggest challenge, is moving toward a greater 
involvement in knowledge management as an organization. All 
these efforts are equally important because of the growth and 
quality issues in this business. We have to collaborate much more 
closely with our significant partners, in order that their needs are 
met, be it for process issues or quality issues. At the same time, 
we'll have to work much more closely with our employees and our 
customers. 

AH - You 're talking about a much more intimate relationship with 
your customer? 

Kaz - Yes, much closer. Particularly in the way a patent application 
is processed by the Office and by our customers. We should be 
discussing how we're going to share work in an e-commerce 
environment much more effectively and transfer that work between 
the parties. 

AH - Like a partnership? 

Kaz - Exactly, a much closer integration or partnership. 

AH - What do you believe is the most important factor for the 
Patent Business to focus on in the coming years and how do you 
plan to address it? 

Kaz - While the initiatives I previously mentioned are important, a 
very significant factor we must face in the coming years is: how do 
we balance the important intellectual rights of individuals and the 
public policy interests that may have potential social conflict with 
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those intellectual property rights? I think it's going to particularly 
challenging. You see it as the evolution of the patentability of 
future technologies. You see it in the public comments of our 
involvement in the patentability of biotechnology and business 
methods. What does all this mean to the evolution of the system? 
I think it's one of the toughest problems we're going to face over 
the next few years. 

We need to protect a person's intellectual property rights, however, 
we have to manage that in a way that it's not received negatively in 
the public social infrastructure. You're hearing lots of comments 
"Patents are going to be a toll on the Internet rather than an incen- 
tive/' I don't believe that. I think we need to address these issues 
and weigh them very carefully. I think it may be our biggest chal- 
lenge. Our products are the currency of the 21 sl century and it could 
be a real setback to our economic well-being should we fail to 
manage these complex issues. 

AH - And how would you combat that? 

Kaz - By not allowing the practices to diminish the actual rights of 
the individual and their creations. 

AH - What does e-government mean to you and what do you see as 
the Patent Business 'role five years from now in e-government? 

Kaz - E-government for us is the operation of our business in a 
Web environment. For our role, I think we have to be as involved, 
as ingenious, as active, and as creative as the most creative busi- 
nesses doing business on the Internet today. I think the quality of 
our product, the timeliness of our product, and the necessity for our 
product in a Web environment is going to be critical, not only to the 
Office, but to everyone involved in the system. As I said in the 
previous answer, intellectual property rights are key today and 
probably for many years to come in our knowledge-based economy. 
People are going to have a myriad of needs for our products and 
services. 

AH - Do you see patents as the leader in this creation of a knowl- 
edge economy? 

Kaz - Exactly. I think our evolution to the Web is going to make 
that happen. We will become a 24/7 organization. From a 
customer's perspective, we will have to provide capabilities that 
will allow us to operate in an environment much greater than we 
operate today in the Eastern time zone. As knowledge and technol- 
ogy play an ever-increasing role in our economy, the significant 
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work of the USPTO will be in the forefront, from an employee's 
perspective, from a customer's perspective, and from a Web-based 
process perspective. 

AH - Will the Patent Business be a model for other government 
organizations, which are evolving to future PBOs, or other service- 
oriented entities ? 

Kaz - I would hope we would be. But I think my goal would go 
beyond government. We could become a model for a lot of similar 
business activities that need our work and take a leadership role in 
this business. I see our corporate partners moving very aggres- 
sively; however, we have other constituencies that just through 
various processes, may not be moving as aggressively. We'll have 
to build those bridges. It's not going to happen in the next year, but 
I would say in the next few years, you're going to see full leverage 
of automation and the Web in this business. People comment we 
have a long way to go. But, if you look back when we began 
reengineering three or four years ago, we've come a long way. 
Look at the e-filings of patent and trademark applications over the 
past two years. Those are huge steps for government to take. 
We're on the cutting edge of a lot of new issues. Being a model 
can be difficult, but I think we've risen to that challenge. 

Anne Houghton is on detail assignment to the Office of Patent Resources and 
Planning at the USPTO from the National Science Foundation. 
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Faces of the US PTO 



The American Intellectual Property Law Association recognized the 
contributions of the following trademark examining attorneys "to 
the integrity of intellectual property law while in distinguished 
service at the United States Patent and Trademark Office." AIPLA 
president, Lou Pirkey, presented the certificates during the 
association's annual meeting in October. 



Karen Bush 

Law Office 105 
1 0 years of service 



Jodi Lauterback 

Law Office 107 
Five years of service 



Patrick Shanahan 

Law Office 113 
10 years of service 
Photo not available 
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From Welfare to Work 



Two USPTO Women Beat the Odds 

by David Temple, Office of the Commissioner for Trademarks 



In 1997, President Clinton 
challenged federal departments 
and agencies, under Vice Presi- 
dent Gore's leadership, to help 
ensure the success of welfare 
reform. Recognizing the decen- 
nial census to be a singular 
opportunity for contributing to 
this initiative, then Secretary of 
Commerce William Daley 
pledged to hire 4, 1 80 welfare recipients. Four thousand were 
expected to be recruited to well-paid temporary decennial enumera- 
tor jobs; the remainder would be the more "permanent," full time, 
clerical trainee positions designated throughout each of the remain- 
ing bureaus and agencies. Of the remaining Commerce Department 
agencies, the United States Patent and Trademark Office ranks first 
in the number of Commerce Departmental hires (53), roughly one- 
third of all the full time commerce hires under this program. 

USPTO 's success comes as a result of a determined and creative 
staff commitment to ensure that the opportunities made real by the 
president and secretary's initiative, would in fact find their way to 
the thousands of Americans on welfare who had simply prayed and 
hoped for such a chance. I know. I was privileged to be appointed 
to the Department of Commerce in 1998 to oversee the effort for 
Secretary Daley. I have witnessed wonderful and inspiring human 
events here in Washington, and in every corner of our nation. 

I can tell you firsthand that the careful and sensitive planning of 
USPTO 's Office of Human Resources has resulted in life-altering 
changes and tangible aspirations and dreams for many employees 
and their families. In fact, the two-week orientation and training 
program designed by the USPTO planners served in 1999 as a 
model for similar programming needs at the Commerce Depart- 
ment. Many former welfare recipients, like their sisters across the 
country, are leading the way in showing up to work everyday and 
on time; focusing on task and on teamwork; addressing and resolv- 
ing workplace tensions and conflicts; "responsibility as a way of life 
versus responsibility an option;" balancing work and family, espe- 



David Temple is on a 60-day detail as 
senior advisor to the commissioner for 
trademarks. He is completing this develop- 
mental assignment as part of the Commerce 
Department s Senior Executive Service 
Candidate Development Program, For- 
merly, he was program manager for the 
Welfare To Work Hiring Initiative for the 
Commerce Department and its agencies, 
thus providing a personal perspective of the 
Welfare to Work program in this article. 
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cially the challenging world of "single-parentdom." And more. 

Principally, they are women. They are women who are taking full 
advantage of new opportunities after years of unexpected, then 
fairly predictable, pain or hard luck. I remember meeting such a 
woman in Kansas City. She was hired in early 1 999 by the regional 
Census office for a clerical position. She is now an entrepreneur 
with her own garment business and other interests. There are 
hundreds of other such "success stories" about poor women mak- 
ing great use of this unique federal opportunity which came their 
way. 

Two such success "models" work in the Trademark organization. 

As a child, Arnette Battle was obliged by fact and happenstance to 
drop out of school and help care for the needs of her ill mother and 
other dependent younger children in the household. During the next 
two decades, while largely dependent on some form of public 
assistance for all who were dependent on her, she began the GED 
high school equivalency completion program that was provided 
through her church. Also during that period she raised six children 
(five are now teenagers), while continuing to attend to her mother's 
medical needs. From time to time she found work as a telemarketer, 
a customer service representative, a photography assistant, or as a 
housekeeper — work that she could splice in between all of the 
other demands on her time and endless reservoir of patience. 

Finally, her time had come. Her District of Columbia caseworker 
found her a slot with the city's governance of Welfare-to-Work at 
the Department of Employment Services. Not long thereafter came 
the announcement and the application for the federal opportunity at 
the USPTO, the two week orientation, and now her exemplary 
work as a GS-3 clerk in Law Office 111. When I asked Arnette what 
advice, if any, that she would offer to readers of this article or even 
to others in similar situations, she said: "Just tell them to try to 
learn patience. If they do, they'll be all right." 

Charlotte Prado is also a patient person, usually.. . except perhaps 
in one notable area. Charlotte cannot wait to get to the office. She 
says she arrives around 5:30 a.m., "grabs the mail" and begins her 
day How did this opportunity to come to a job before the sun rises 
come her way? After receiving a guiding hand from her Falls 
Church Human Services Employment and Training Division case- 
worker, Charlotte applied for and was hired as a GS-3 worker- 
trainee in September 1999. Within 10 months, she was selected for 
a GS-5 legal documents review clerk (data transcriber) position at 
the Trademark E-Commerce Law Office. This mother of three 
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children, born and raised in the Midwest, has every intention of 
becoming a permanent employee within six months. She passed the 
federal clerical examination last April and is hoping to advance 
quickly. The world seems much brighter. 

But the earlier days and years were dark, intense, and uncertain for 
much of Charlotte's life. The events that shaped the period growing 
up in the "very" rural, remote and conservative Midwest fostered 
the determination that now drives her to succeed. After finding her 
way to Virginia, she worked at a few jobs, but those did not cover 
daycare expenses or the everyday expenses of a home and family. 
At the time she was selected for the welfare-to-work program, her 
only priority for herself and her family was "basic survival," and 
that was barely attainable. 

Today, she "gives back." She trains others on the job, "several 
people," she says. She has coached and encouraged other worker 
trainees and other peers preparing to take the clerical examination. 
She has arranged training sites for lunch time informal classes 
taught on preparing job applications, interpreting vacancy an- 
nouncements, and interviewing skills. "This job has raised my self- 
esteem and self-confidence," Charlotte said. "I know who I am and 
what I have to do." 

Arnette and Charlotte are but two of thousands nationally whose 
self-esteem, self-confidence, and expectations have been raised by 
seizing opportunities provided from the president's Welfare To 
Work Federal Hiring Initiative. As a result, the lives and economic 
aspirations have fundamentally changed for whole families and their 
communities. The USPTO-WtW curriculum of orientation, training, 
and mentoring serves as a successful model not only for other 
Federal WtW programs, but also for training components here at 
USPTO and at other federal agencies generally. 
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